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DETAILED ACTION 
Continued Examination Under 37 CFR 1. 1 14 

1) A request for continued examination under 37 CFR 1.1 14, including the fee set 
fortli in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.1 14, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on March 
15, 2004 has been entered. 

Response to Arguments 

2) The applicant's amendment filed on March 15, 2004 has been entered. 

3) Applicant's arguments, filed March 1 5, 2004, with respect to the rejections of the 
Claims under 35 U.S.C. section 102 and 103 have been fully considered and are 
persuasive. The previous rejection of the claims 1-61 has been withdrawn. 

4) The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim Rejections - 35 USC § 101 

5) 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

6) Claims 34-61 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. 
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As per claim 34, tine preamble recites "a machine readable medium for use in an 
interactive wagering system, the machine readable medium comprising machine 
readable instructions recorded thereon..", however, does not recite a computer readable 
medium embodied with a computer program, that when executed by a computer, carries 
out the claimed steps. A machine readable medium is not necessarily a computer 
readable medium and, therefore, the claim is directed to functionally descriptive material 
that is not functionally or structurally interrelated to the medium. Data structures not 
claimed as embodied in computer readable media are descriptive material per se and 
are not statutory because they are neither physical "things" nor statutory processes. 
Such claimed data structures do no define any structural and functional 
interrelationships between the data structure. See MPEP 2106.01(1). 

Claims 35-61 depend from claim 34 and are rejected for the same reasons. 

Claim Rejections - 35 USC § 112 

7) Claim 32 is rejected under 35 U.S.C. 112, first paragraph, as failing to comply 
with the enablement requirement. The claim(s) contains subject matter which was not 
described in the specification in such a way as to enable one sl<illed in the art to which it 
pertains, or with which it is most nearly connected, to mal<e and/or use the invention. 
Claim 32 is written in "single means claim" format since they recite only one element to 
do all the functions recited. The claim is not written in "means-plus-function" language, 
however, in Fiers v. Revel, (CAFC) 25 USPQ2d 1601, 1606 (1/19/1993, the CAFC 
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affirmed a rejection under 35 USC 1 12 of a claim reciting a single element that did not 
literally use "means-plus-function" language. Claim 32 is drawn to any "User television 
equipment", regardless of construct, that performs the function recited. This parallels 
the fact situation in Fiers wherein "a DNA" and a result was recited. The CAFC stated in 
Fiers at 1606 "Claiming all DNA's that achieve a result without defining what means will 
do so is not in compliance with the description requirement; it is an attempt to preempt 
the future before it has arrived". See also Ex parte Maizel, (BdPatApp&Int) 27 USPQ2d 
1662, 1665 and Ex parte Kung, (BdPatApp&Int) 17 USPQ2d 1545, 1547 (1/30/1989) 
where the claims at issue were rejected for being analogous to single means claims 
even though "means" was not literally used. Thus, claim 32 yields a "user television 
equipment" that achieves a result without defining what will do so. 

Claim Rejections - 35 USC § 102 

8) Claims 1 -3, 14-1 8, 20, 26-27, 34-36, 47-51 , 53, and 59-60 are rejected under 35 
U.S.C. 102(b) as being anticipated by Graves et al. (US 5,830.067). 
As for Claim 1 : 

Graves et al. disclose a method for interactive wagering on races comprising: 
allowing a user to access to access an interactive wagering service to select 

desired wagering criteria (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21; col. 6, line 

58 - col. 7, line 4; see Fig. 1); 

using the interactive wagering application to determine whether a desired 

wagering opportunity exists; and 
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using the interactive wagering application to automatically take a particular action 
(automatically placing a wager) whenever the wagering criteria are satisfied (see Supra 
and Figs. 1-4). 

- As for Claim 2: Graves et al. further discloses the method including using the 
application to provide the user with an opportunity to select which particular action is 
tal<en whenever the wagering criteria are satisfied (Id.); 

- As for Claim 3: Graves et al. further discloses the method including using user 
television equipment, using the application on the user television equipment to 
determine whether the wagering criteria are satisfied (see Col. 1 , lines 27-33); 

- As for Claim 14: Graves et al. further discloses the method including providing 
the user with an opportunity to select whether the action taken involves the automatic 
placing of a wager (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21 ; col. 6, line 58 - 
col. 7, line 4); 

- As for Claim 1 5: Graves et al. further discloses the method wherein the action 
taken involves the automatic placing of a wager, the method further including providing 
the user with an opportunity to select a wager amount and amount type (Id.); 
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- As for Claim 16: Graves et al. further discloses the method wherein there are 
multiple sets of wagering criteria established by the user, each with an associated 
action to be taken (col. 2, lines 39-43, playing multiple games), the method further 
including providing the user with an opportunity to select a different wager amount and 
wager type for each of the multiple sets of wagering criteria (col. 2, line 63 - col. 3, line 
7); 

- As for Claim 17: Graves et al. further discloses the method including providing 
different user interfaces with the wagering application for selecting different types of 
wagering criteria (Id.); 

- As for Claim 18: Graves et al. further discloses the method including providing 
the user with an opportunity to select whether the action tal^en involves notification of 
the user (see Supra columns); 

- As for Claim 20: Graves et al. further discloses the method including notifying 
the user that the wagering criteria have been satisfied using an e-mail (col. 6, lines 22- 
41); 

- As for Claim 26: Graves et al. further discloses the method including using the 
wagering application to limit automatic wagering based on monetary wagering limits 
(see Fig. 3 and the description thereof); 
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- As for Claim 27: Graves et al. furtlier discloses the method including providing 
the user with an opportunity to select a desired monetary wagering limit; and using the 
wagering application to limit automatic wagering based on the monetary wagering limit 
(Id.); 

As for Claim 34: 

Graves et al. disclose a machine-readable medium comprising instructions for: 
allowing a user to select desired wagering criteria (col. 4, lines 17-42; col. 4, line 

55 - col. 5, line 21; col. 6, line 58 - col. 7, line 4; see Fig. 1); 

determining whether a desired wagering opportunity exists; and 

automatically taking a particular action (automatically placing a wager) whenever 

the wagering criteria are satisfied (see Supra and Figs. 1-4). 

- As for Claim 35: Graves et al. further discloses the medium including using the 
application to provide the user with an opportunity to select which particular action is 
taken whenever the wagering criteria are satisfied (Id.); 

- As for Claim 36: Graves et al. further discloses the medium wherein the 
medium is used with user television equipment (see Supra); 

- As for Claim 47: Graves et al. further discloses the medium including providing 
the user with an opportunity to select whether the action taken involves the automatic 
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placing of a wager (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21; col. 6, line 58 - 
col. 7, line 4); 

- As for Claim 48: Graves et al. further discloses the medium, wherein the action 
taken involves the automatic placing of a wager, the medium further including providing 
the user with an opportunity to select a wager amount and amount type (Id.); 

- As for Claim 49: Graves et al. further discloses the medium wherein there are 
multiple sets of wagering criteria established by the user, each with an associated 
action to be taken (col. 2, lines 39-43, playing multiple games), the medium further 
including providing the user with an opportunity to select a different wager amount and 
wager type for each of the multiple sets of wagering criteria (col. 2, line 63 - col. 3, line 
7); 

- As for Claim 50: Graves et al. further discloses the medium including providing 
different user interfaces with the wagering application for selecting different types of 
wagering criteria (Id.); 

- As for Claim 51 : Graves et al. further discloses the medium including providing 
the user with an opportunity to select whether the action taken involves notification of 
the user (see Supra columns); 
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- As for Claim 53: Graves et al. further discloses the medium including notifying 
the user that the wagering criteria have been satisfied using an e-mail (col. 6, lines 22- 
41): 

- As for Claim 59: Graves et al. further discloses the medium including using the 
wagering application to limit automatic wagering based on monetary wagering limits 
(see Fig. 3 and the description thereof); and 

- As for Claim 60: Graves et al. further discloses the medium including providing 
the user with an opportunity to select a desired monetary wagering limit; and using the 
wagering application to limit automatic wagering based on the monetary wagering limit 
(Id.). 

Claim Rejections - 35 USC § 103 

9) Claims 4-1 3, 1 9, 21 -25, 29-33, 37-46, 52 and 54-58 are rejected under 35 
U.S.C. 103(a) as being unpatentable over Graves et al. as applied to claims 1 and 34 
above, and further in view of Brenner et al. (US 6,099,409). 
As for Claims 4-13, 37-46: 

Graves et al. discloses the invention as recited earlier but does not expressly 
disclose the invention including: 

providing the user with an opportunity to select a particular racetrack - Claims 4 
and 37; to select a particular horse - Claims 5 and 38; to search for a desired horse 
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with a remote control - Claims 6 and 39; to select a particular jockey - Claims 7 and 40; 
to select a particular trainer - Claims 8 and 41 ; to select a particular track surface - 
Claims 9 and 42; to select a particular race distance - Claims 10 and 43; to select a 
particular racing statistics - Claims 1 1 and 44; to select a particular silk color - Claims 
12 and 45; and to wager by odds for a horse change from that horse's morning line 
odds - Claims 13 and 46. 

Brenner et al, teaches, for a interactive wagering system for horse racing games, 
that the system allows the user to select a particular racetrack, a particular horse; to 
search for a desired horse with a remote control; to select a particular jockey, a 
particular trainer, a particular track surface, a particular race distance, a particular racing 
statistics, and a particular silk color; and to wager by odds for a horse change from that 
horse's morning line odds (see Figs. 3, , 5, 8-28, 36-50 and the descriptions thereof). 

Since Brenner et al. and Graves et al. are both from the same filed of endeavor, 
the purpose disclosed by Brenner et al. would have been well recognized in the 
pertinent field of Graves et al.. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to modify the system of Graves et al. to play the 
horse racetrack wagering (to select a particular racetrack, a particular...), as taught by 
Brenner et al., for the purpose of providing the user with the interactive wagering 
systems and related processes for off-track horse racing wagering in which a user 
terminal provides racing odds, pools, handicapping information, and other racing data. 
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As for Claims 19, 21-25: 

The modified method of Graves et al. further discloses the invention including: 
notifying the user by displaying a partial-screen overlay message on top of a 

screen (col. 2, lines 43-46 of Brenner et al.) - Claim 19; 

notifying the user via a wireless message (col. 7, lines 35-38 of Brenner et al.) - 

Claim 21; 

notifying the user that the wagering criteria have been satisfied by displaying a 
message on the TV (col. 1 , lines 13-15 of Brenner et al.) - Claim 22; 

providing a display screen containing a summary of which types of wagering 
criteria have been established (col. 3, lines 15-18 of Brenner et al.) - Claim 23; 

wherein the summary includes information on wager amounts and wager types 
that the user has established for use whenever various sets of wagering criteria are 
satisfied (col. 2, lines 47-53 of Brenner et al.) - Claim 24; and 

wherein the summary Includes information on wager amounts and wager types 
that the user has established for use whenever various sets of wagering criteria are 
satisfied (col. 2, lines 47-53 of Brenner et al.) - Claim 25. 

As for Claim 29: 

Graves et al. discloses a method for interactive wagering comprising: 
allowing a user to select desired wagering criteria (col. 4, lines 17-42; col. 4, line 
55 - col. 5, line 21 ; col. 6, line 58 - col. 7, line 4; see Fig. 1 ); 
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determining wliether a desired wagering opportunity exists; and 
automatically taking a particular action (automatically placing a wager) whenever 
the wagering criteria are satisfied (see Supra and Figs. 1-4). 

However, Graves et al. does not expressly disclose the invention that allows the 
user to select a given horse. 

Brenner et al. teaches, for a interactive wagering system for horse racing games, 
that the system allows the user to select a particular racetrack, a particular horse; to 
search for a desired horse with a remote control; to select a particular jockey, a 
particular trainer, a particular track surface, a particular race distance, a particular racing 
statistics, and a particular silk color; and to wager by odds for a horse change from that 
horse's morning line odds (see Figs. 3, , 5, 8-28, 36-50 and the descriptions thereof). 

Since Brenner et al. and Graves et al. are both from the same filed of endeavor, 
the purpose disclosed by Brenner et al. would have been well recognized in the 
pertinent field of Graves et al.. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to modify the system of Graves et al. to play the 
horse racetrack wagering (to select a particular racetrack, a particular...), as taught by 
Brenner et al., for the purpose of providing the user with the interactive wagering 
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systems and related processes for off-track horse racing wagering in whicli a user 
terminal provides racing odds, pools, handicapping information, and other racing data. 

- As for Claim 30: the modified method of Graves et al. further discloses the 
invention including providing the user with an opportunity to select the amount of the 
wager and the wager type (as taught by both Graves et al. and Brenner et al., see 
Supra); and 

- As for Claim 31 : the modified method of Graves et al. further discloses the 
invention including providing the user with an opportunity to select multiple horses using 
the wagering application; and automatically placing a wagers for each horse when it is 
determined that the horse is to run in a particular race (see Supra Claim 16 for the 
Graves et al.'s multiple wagering and Brenner et al. for selecting the particular horse in 
the particular race). 

As for Claim 32: 

Graves et al. discloses an interactive wagering system, comprising: 

user equipment configured to: 
select desired wagering criteria (col. 4, lines 17-42; col. 4, line 55 - col. 5, line 21; 
col. 6, line 58 - col. 7, line 4; see Fig. 1); 

determine whether a desired wagering opportunity exists; and 
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automatically take a particular action (automatically placing a wager) whenever 
the wagering criteria are satisfied (see Supra and Figs. 1-4). 

However, Graves et al. does not expressly disclose the invention that allows the 
user to select a given horse and place a wager for the horse in a particular race. 

Brenner et al. teaches, for a interactive wagering system for horse racing games, 
that the system allows the user to select a particular racetrack, a particular horse; to 
search for a desired horse with a remote control; to select a particular jockey, a 
particular trainer, a particular track surface, a particular race distance, a particular racing 
statistics, and a particular silk color; and to wager by odds for a horse change from that 
horse's morning line odds (see Figs. 3, , 5, 8-28, 36-50 and the descriptions thereof). 

Since Brenner et al. and Graves et al. are both from the same filed of endeavor, 
the purpose disclosed by Brenner et al. would have been well recognized in the 
pertinent field of Graves et al.. 

Accordingly, it would have been obvious at the time the invention was made to a 
person having ordinary skill in the art to modify the system of Graves et al. to play the 
horse racetrack wagering (to select a particular racetrack, a particular...), as taught by 
Brenner et al., for the purpose of providing the user with the interactive wagering 
systems and related processes for off-track horse racing wagering in which a user 
terminal provides racing odds, pools, handicapping information, and other racing data. 
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- As for Claim 33: tlie modified system of Graves et al. further discloses the 
system including user computer equipment separate from the user television 
equipment, wherein the wagering application notifies the user at the user computer 
equipment by e-mail (see Supra pertinent Claims). 

As for Claims 52, 54-58: 

The modified medium of Graves et al. further discloses the invention including: 
notifying the user by displaying a partial-screen overlay message on top of a 

screen (col. 2, lines 43-46 of Brenner et al.) - Claim 52; 

notifying the user via a wireless message (col. 7, lines 35-38 of Brenner et al.) - 

Claim 54; 

notifying the user that the wagering criteria have been satisfied by displaying a 
message on the TV (col. 1 , lines 1 3-1 5 of Brenner et al.) - Claim 55; 

providing a display screen containing a summary of which types of wagering 
criteria have been established (col. 3, lines 1 5-1 8 of Brenner et al.) - Claim 56; 

wherein the summary includes information on wager amounts and wager types 
that the user has established for use whenever various sets of wagering criteria are 
satisfied (col. 2. lines 47-53 of Brenner et al.) - Claim 57; and 

wherein the summary includes information on wager amounts and wager types 
that the user has established for use whenever various sets of wagering criteria are 
satisfied (col. 2, lines 47-53 of Brenner et al.) - Claim 58. 
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10) Claims 28 and 61 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Graves et al. as applied to Claims 1 and 34 above, and further in view of Hedges 
et al. (US 4,467,424). 

Graves et al. discloses the invention as cited earlier, but does not specifically 
disclose the invention comprising: 

using the wagering application to provide the user with an opportunity to select 
an expiration time for automatic wagering. 

Hedges et al. is cited to show that there is an expiration time to enter a bet. 

It would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to modify the invention of Graves et al. such that the user 
can select an expiration time for automatic wagering, as taught by Hedges et al., for the 
purpose of reminding the user of the remaining time and providing the user with the 
opportunity to change or cancel the wagering. 

Conclusion 

1 1 ) Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hayes whose telephone number is (571)272-6708. 
The examiner can normally be reached Monday through Friday from 5:30 to 3:00. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 



Application/Control Number: 09/516,428 Page 17 

Art Unit: 3628 

published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see 

http://portal.uspto.gov/external/portal/palr . Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 
(toll-free). 

Please address mail to be delivered by the United States Postal Service (USPS) 
as follows: 

Commissioner of Patents and Trademarks 
Wasliington, D.C. 20231 

or faxed to: 

(703) 872-9306 [Official communications; including 

After Final communications labeled 
"Box AF"] 

(571 ) 273-6708 [Informal/Draft communications, labeled 

"PROPOSED" or "DRAFT"] 

Hand delivered responses should be brought to the Customer Service 
Window, Randolph Building, 401 Dulany Street, Alexandria, VA 22314. 

John Hayes / 
'Supervisory Patent Examiner 
GAU 3628 
July 31. 2007 



